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DETAILED ACTION 
Information Disclosure Statement 

1. The information disclosure statements (IDS) submitted on 10/8/03 and 3/23/04 
are noted. The submissions are in compliance with the provisions of 37 CFR 1 .97 and 
1.98. Accordingly, the examiner is considering the information disclosure statements. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter that the applicant regards as his invention. 

3. Claims 1-9 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitations "the rear portion" in line 5, "the inside and the 
outside of the rear portion" in lines 6-7. There is insufficient antecedent basis for these 
limitations in the claim. These limitations in the claim make it difficult to understand 
precisely how the vibration-transmitting member is mounted in the pocket. 

Claims 2-6 are rejected for depending on the subject matter of claim 1. 

Claims 7-9 recite that the vibration-transmitting member has various functions, 
including electromagnetic wave shielding, antibacterial, and antistatic, but the claims fail 
to set forth any structure that allows the vibration-transmitting member to have such 
functions. With respect to claims 7 and 8, in the specification, the metal silver is said to 
provide both an electromagnetic wave shielding function and an antibacterial function. 
The vibration-transmitting member itself is also said to be made of silver. The 
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specification further states that in order to obtain these various functions, sheet material 
can be added to the surfaces of the vibration-transmitting member. Therefore, it is 
unclear whether the claims intend for such additional layers of sheet material to be 
added to the surfaces of the vibration-transmitting member, or if the vibration- 
transmitting member itself being made of silver is enough to satisfy these limitations. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by Silvernail (US 
5,257,729). 

Regarding claim 1, Silvernail discloses a holder comprising: a pocket portion 
(15), and a band portion (1 1); a member (32) arranged on the rear portion of the pocket 
portion, both sides of the member projecting from the inside and the outside of the rear 
portion of the pocket (Figure 3) so that the member contacts the holder and an arm of a 
wearer. 

Regarding the holder being used to carry a portable wireless instrument, and the 
member being a vibration-transmitting member, the initial statement of intended use and 
all other functional implications have been carefully considered but are deemed not to 
impose any patentably distinguishing structure over that disclosed by Silvernail which is 
capable of being used in the intended manner, i.e., to support a portable wireless 
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instrument having a vibration function for announcing incoming calls on the arm of a 
wearer, the member acting to transmit the vibration from the portable wireless 
instrument to the arm of a wearer. There is no structure in Silvernail that would prohibit 
such functional intended use (see MPEP 2111). Examiner takes the position that 
because the rivets extend completely through the band and the pocket, they would 
contact both the portable wireless instrument if held in the pocket and a user's arm, 
effectively transmitting a vibration between the two. 

6. Claims 1-4, 6, and 9 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Chiu (US 5,327,886). 

Regarding claim 1 , Chiu discloses a holder for a portable wireless instrument 
comprising: a pocket portion (1) for containing a portable wireless instrument (D, 
Figures below) having a vibration function, and a band portion (Figure 5); a vibration- 
transmitting member (23) arranged on the rear portion of the pocket portion, both sides 
of the vibration-transmitting member projecting from the inside and the outside of the 
rear portion of the pocket (looking at the figures below, side B of the vibration- 
transmitting member projects from the inside of the rear portion of the pocket, indicated 
as plane A, and side C of the vibration-transmitting member projects from the outside 
plane A, the rear portion of the pocket) so that the member contacts the holder and a 
wearer; and vibration of the portable wireless instrument is transmitted to a wearer of 
the wireless instrument through said vibration-transmitting member. 
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A 



Regarding the device being worn on a user's arm, the initial statement of 
intended use and all other functional implications have been carefully considered but 
are deemed not to impose any patentably distinguishing structure over that disclosed by 
Chiu which is capable of being used in the intended manner, i.e., being worn on a user's 
arm. There is no structure in Chiu that would prohibit such functional intended use (see 
MPEP2111). 

Regarding claim 2, the vibration-transmitting member of Chiu is a flat, thin 
material, or sheet material, and has a portable wireless instrument contacting surface 
(B, Figures above) and an arm contacting surface (C, Figures above), effectively 
satisfying the limitations of the claim. 

Regarding claims 3 and 4, the vibration-transmitting member of Chiu has 
projections (231 and 232) on both the portable wireless instrument contacting surface 
and the arm contacting surface, the projections on the arm contacting surface being 
spherical, effectively satisfying the limitations of the claims. 
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Regarding claim 6, the vibration-transmitting member of Chiu can also be 
considered as shown below (E). In this light, the side of the vibration-transmitting 
member (G) contacting the portable wireless instrument and the side contacting a 
wearer (H) are clearly made of different materials having different hardnesses, as (H) is 
a rubber pad while (G) are bolts or the like, effectively satisfying the limitations of the 
claim. 



E 




F 



Regarding claim 9, the rubber pad (23) of Chiu is made from silicone, a 
conductive material, and because the antistatic function is granted by conductive 
materials, as disclosed in Applicant's specification, Examiner considers the silicone 
rubber of pad to grant the vibration-transmitting member of Chiu an antistatic function, 
effectively satisfying the limitations of the claim. 

Claim Rejections - 35 USC § 103 
7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chiu in 
view of Taylor (US 3,71 0,784). Chiu discloses the claimed invention except for the 
vibration-transmitting member comprising a plurality of bar members. Chiu does teach 
that the spherical projections (231) may be replaced to produce different massage 
effects (col. 3 lines 3-5). 

Now, Taylor teaches that a vibration-transmitting member can have spherical 
projections (24, Figure 3) as well as bar-shaped projections (26, Figure 6). It would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to replace the spherical projections of Chiu with bar-shaped projections, as taught by 
Taylor, in order to provide a user with different massaging effects. 

9. Claims 7-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Silvernail. Silvernail, as applied to claim 1 in paragraph 5 above, discloses the claimed 
invention except for the vibration-transmitting member having wave shielding, 
antibacterial, and antistatic functions. 

In light of Applicant's specification, silver metal provides both an electromagnetic 
wave shielding function and an antibacterial function. Furthermore, applicant has 
disclosed that conductive materials grant the vibration-transmitting member an antistatic 
function. 

Official Notice is taken to the fact that silver rivets are old and well known in the 
art. Therefore, it would have been obvious to one having ordinary skill in the art at the 
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time the invention was made to use silver rivets, silver being a conductive material, in 
the invention of Silvernail in order to hold the pocket portion to the band portion. Making 
the rivets of Silvernail out of silver effectively satisfies the limitations of the claims. 



10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin M. Larson whose telephone number is (571) 272- 
8649. The examiner can normally be reached on Monday - Friday, 8am - 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan J. Newhouse can be reached on (571) 272-4544. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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